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DETAILED ACTION 

Applicants' response of 07/08/02 (amendment E) has been entered. Applicants' 
petition of 07/08/02 from the restriction requirement has been granted in-part. The 
restriction requirement between Groups I and II and the requirement to elect one 
sequence have been withdrawn. Therefore, claims 1, 3-6, 10-15, 17-12, 32-46, 48-50 
are under examination. Claims 51-54 remain withdrawn as being directed to the non- 
elected invention. Therefore, claims 1, 3-6, 10-15, 17-29, 32-46, 48-54 are pending. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

All previous rejections and objections not stated below have been withdrawn. 
Claim Rejections - 35 USC § 112, 2nd paragraph 

Claims 10-15, 17-25, 28-29, 32-46, 48-49 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claims 10-13 are indefinite for depending upon cancelled claim 9. 

In claim 14, "resistance" be changed to — resistant — , for clarification. 
Dependent claims 15, 17-25 are included in the rejection. 

In claim 17, depending from claim 15, is the deleted amino acid sequence of 
SEQ ID NO: 103 in addition to the deleted sequence of SEQ ID NO: 104? 
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In claim 19, depending from claim 18, is the deleted amino acid sequence of 
SEQ ID NO: 106 in addition to the deleted "one or more amino acids"? Dependent 
claim 20 is included in the rejection. 

In claims 21 and 22, depending from claim 18, is the deleted amino acid 
sequence of SEQ ID NO: 101 and 102, respectively, in addition to the deleted "one or 
more amino acids? 

In claim 24, depending from claim 23, is the deleted amino acid sequence of 
SEQ ID NO: 106 in addition to the deleted "one or more amino acid? Dependent claim 
25 is included in the rejection. 

In claim 28, it is suggested that —according to claim 1 , be inserted before 
"wherein", and "according to claim 1" before "is" be deleted, for clarification. 
Dependent claim 29 is included in the rejection. 

In claim 32, "suitable" renders the claim indefinite as it implies that the vector 
may or may not be suitable for transformation of a plant cell. It is suggested that 
"suitable" be deleted, for clarification. 

Claims 33 and 44 are indefinite because it is unclear if the heterologous 
polynucleotide also comprises the isolated polynucleotide of claim 1 . An insertion of — 
, each— before comprising would obviate the rejection. Dependent claims 34-43 and 
45. 



Application/Control Number: 09/485, 529 
Art Unit: 1638 



Page 4 



In claim 34, it is suggested that "microbial" be replaced with — is a microbial 
cell--- for clarification. 

In claim 36 t "having heterologous said polynucleotide" is unclear. It is suggested 
that "having heterologous said polynucleotide" be replaced with --having said 
heterologous polynucleotide — , as indicated in the last Office action. Claim 37 is 
included in the rejection. 

In claim 39, "said polynucleotide" lacks proper dependency. It is suggested that 
"said polynucleotide" be changed to —said heterologous polynucleotide— . 

In claim 40, it is unclear what "cell genome nucleic acid" means. If Applicant 
intends —incorporating the heterologous polynucleotide into cell genome--, "nucleic 
acid" should be deleted. 

Claim 41 is indefinite because it is unclear if a plant can be regenerated 
because no plant cell is recited in claims 39 or 33. 

Claim 44 is indefinite because "nucleic acid vector according to claim 1" lacks 
antecedent basis. Dependent claim 45 is included in the rejection. 

Claim 46 is indefinite for failing to recite complete method steps that resulted a 
plant with influenced growth 

Claim Rejections - 35 USC § 112, 1st paragraph 

Claims 6 and 14-15 remain rejected and claims 17-27 are rejected under 35 
U.S.C. 112, first paragraph, because the specification, while being enabling for the 
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isolated polynucleotide sequences of SEQ ID NO: 12 and 14-15 encoding a polypeptide 
that confers growth inhibition in a plant and the polynucleotides encoding SEQ ID 
NO:5, 7-8 with specified partial amino acid sequences deleted having GA-unresponsive 
dwarfing activity, and method for using said polynucleotides for the production of 
dwarfed plants, does not reasonably provide enablement for any isolated 
polynucleotide which specifically hybridizes under particular hybridization conditions to 
SEQ ID NO: 14 and encoding a polypeptide that retains dwarfing activity or a method 
for producing said polynucleotide. The specification does not enable any person skilled 
in the art to which it pertains, or with which it is most nearly connected, to the invention 
commensurate in scope with these claims. 

Claims 6 and 14 are drawn to any isolated polynucleotide that hybridizes under 
specific hybridization conditions to the Rht polynucleotide sequence of SEQ ID NO: 14 
and still encoding a polypeptide which on expression in a plant provides inhibition of 
growth. Claim 6 further recites partial amino acid sequence of SEQ ID NO: 104 and 
requires that inhibition is antagonized by gibberellin. Claim 14 recites that the 
polypeptide confers gibberellin -unresponsive dwarfing phenotype. The specification 
provided guidance only for the unmodified polynucleotide sequences of SEQ ID NO: 
12, 14 and 15 encoding the polypeptide sequences of SEQ ID NO:5, 7, 8 that confers 
inhibition of growth in plants, which inhibition is antagonized by gibberellin, a method 
for isolating (producing) said polynucleotide sequences by using specific primers and 
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specific hybridization conditions, and a method for using them to induce dwarfism in a 
plant. The specification also discloses the polynucleotide sequences encoding SEQ ID 
NO:5, 7, 8 with specific partial amino acid sequences deleted, which on expression in a 
plant confer GA-unresponsive dwarfing phenotype. The specification has not provided 
guidance for a polynucleotide sequence that hybridizes under the specified 
hybridization to the disclosed sequence and encoding a polypeptide which upon 
expressing in a plant confers inhibition of growth, which inhibition is antagonized by 
gibberellin. The specification has not provided guidance for a polynucleotide sequence 
that hybridizes under the specified hybridization conditions to the disclosed sequence 
and still encoding any of the polypeptide recited in claims 15, 17-27 which upon 
expression in a plant confers gibberellin -unresponsive dwarfism. No guidance has 
been provided regarding any modification to the disclosed nucleotide sequences that 
resulted the polynucleotides of claims 6 and 14 (and dependents 15, 17-27). Neither 
the state of the prior art nor Applicants 1 specification provides evidence that any and all 
polynucleotide sequences that hybridize to each other under the stringency conditions 
set forth in claims 6 and 14 would encode functionally related polypeptides. The state 
of the prior art as exemplified by Lazar et al and Broun disclosed in pages 1 1-12 of the 
last Office action, teach proteins that differ in one or few amino acids but still are 
different in function. Applicants note that the nucleic acid sequences encoding the 
proteins disclosed by either Lazar et al or Broun et al would hybridize to each other 
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under the hybridization conditions set forth in claims 6 and 14. Therefore, it is 
unpredictable whether any and all polynucleotides of claims 6 and 14 would encode a 
polypeptide having the recited functional activity. Therefore, without further guidance, 
one skilled in the art would not be able to make the polynucleotide of claims 6 and 14 
and/or use them for dwarfing plants, without undue experimentations. Further, claims 
18 and 23 ( depending from claim 14), recite a polypeptide sequence of SEQ ID NO:8 
or 5 with one or more amino acids deleted and that still retains GA-unresponsive 
growth inhibition activity. However, the specification has not provided sufficient 
guidance as to which one or more amino acids in SEQ ID NO:8 or 5 can be deleted so 
that the polypeptide activity is retained. The state of the prior art teaches 
unpredictability inherent in protein function when any one more amino acids in that 
protein in deleted (see also Lazar et al and Broun disclosed in the last Office action). 
Therefore, absent any specific guidance, it is unpredictable as to whether any one or 
more amino acid deletion in any of the disclosed sequences will retain the polypeptide 
activity. 

Therefore, given the lack of guidance; the unpredictability inherent in protein 
function; the state of the prior art, as discussed above, one skilled in the art would not 
be able to practice the claimed invention without undue experimentations, as stated in 
the Office action. 
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Response to Arguments 

The rejection to claims 6 and 14-15 (and as applied to new claims 17-27) is 
repeated for the same reasons as set forth in pages 9-1 3 of the Office action mailed 
02/06/02. Applicants' arguments have been fully considered but are not persuasive. 

Contrary to Applicants' arguments in pages 15-17 of the response, claims drawn 
to any isolated polynucleotide that hybridizes under the hybridization conditions of 
claims 6 and 14 to the Rht polynucleotide sequence of SEQ ID NO: 14 and still 
encoding a polypeptide which on expression in a plant provides inhibition of growth or 
dwarfism (GA-responsive or un-responsive), or a method for producing the 
polynucleotide of claim 6 are not supported by an enabling disclosure for the reasons 
discussed above and in the last Office action. While hybridization techniques and 
assays for testing whether a polypeptide has GA-responsive dwarfing activity are well 
within the level of one skilled in the art and clearly would not require undue 
experimentations, making and testing all the polynucleotides of claims 6, 14-15 and 17- 
27 that meet the structural and the functional limitations recited in the claims are not 
considered to be routine. These tests are considered undue experimentations, given 
the state of the art, the unpredictable nature of the invention, the limited guidance and 
working examples in the specification. Therefore, the rejection is maintained 

Written Description 
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Claims 6, 14-15 remain rejected and claims 17-27 are rejected under 35 
U.S.C. 112, first paragraph, as containing subject matter which was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The claimed invention lacks written description under current written 
description guidelines. The claims are drawn to any and all isolated polynucleotides 
which hybridize to the Rht polynucleotide of SEQ ID NO: 14 and polynucleotides 
encoding polypeptide sequences of SEQ ID NO:5, 7 or 8 having one or more amino 
acids and/or specific partial amino acid sequence deleted. The functional limitations of 
the claims require that the polynucleotides encode a polypeptide that confers inhibition 
of growth in a plant, which inhibition is antagonized by gibberellin or a polypeptide 
which confers gibberellin-unresponsive dwarfism. However, neither Applicants 1 
response nor the prior art has shown that the claimed polynucleotides with the 
specified structural limitation are predictable to exhibit the recited functional limitation. 
As indicated in the above rejection (scope of enablement), the state of the prior art as 
exemplified by Lazar et al and Broun et al teaches unpredictability inherent in protein 
function when or more amino acids in that protein is deleted. The reference also 
provides that not all polynucleotide sequences that hybridize to each other under high 
stringency conditions or that share high sequence identity would necessarily encode 
proteins of similar function. Therefore, contrary to Applicant's arguments in pages the 
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written description requirement for the polynucleotides of claims 6, 14-15, 17-27 is not 
satisfied. Therefore, a person skilled in the art would not recognize from the disclosure 
that Applicant was in possession of the invention as broadly claimed. 

Remarks 

Claims 1-6, 10-29, and 32-46 and 48-50 are deemed free of the prior art. 
Claims 1, 3-5, 26-27 and 48-50 are allowable. 



Papers relating to this application may be submitted to Technology Sector 1 by 
facsimile transmission. Papers should be faxed to Crystal Mall 1 , Art Unit 1638, using 
fax number (703) 308-4242. All Technology Sector 1 fax machines are available to 
receive transmissions 24 hrs/day, 7 days/wk. Please note that the faxing of such 
papers must conform with the Notice published in the Official Gazette, 1096 OG 30, 
(November 1 5, 1 989). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Medina A. Ibrahim whose telephone number is (703) 
306-5822. The Examiner can normally be reached Monday -Thursday from 8:30 AM to 
5:00 PM and every other Friday from 9:00AM-5:30PM . 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Amy Nelson, can be reached at (703) 306-3218. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the receptionist whose telephone number is (703) 308-0196. 
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